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DETAILED ACTION 



Response to Amendment 

1. The amendment filed on June 19, 2006, cancelled no claims. Claims 1, 5, 
and 9-1 1 were amended and new claims 1-20 were added. Thus the currently 
pending claims are Claims 1-29. 

Claim Rejections - 35 USC §112 

2. The amendment filed on June 19, 2006, has corrected the deficiencies 
identified in the Office Action dated March 16, 2006. Therefore, the examiner 
hereby withdraws the rejection. 

Election/Restrictions 

3. Newly submitted claims 18-29 are directed to an invention that is independent 
or distinct from the invention originally claimed for the following reasons: The 
invention as originally filed is directed towards the a method of targeting 
advertisements or promotions utilizing a periodical as the means of distribution 
which falls under Class 705/14. Where as, Claims 18-29 are directed towards the 
creation of a brochure with a detachable part, which falls under Class 283/100. 
Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 18-29 are withdrawn from 
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consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) 
and MPEP§ 821.03. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 

that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



5. Claims 1 - 3, 5 - 7, and 9 are rejected under 35 U.S.C. 102(e) as being 

anticipated by Geerlings (U.S. Patent Number: 5,956,693). 



Claim 1 : Geerlings discloses a method adding a targeted advertisement to a 
periodical, the method: 

a. Creating a first brochure version template and a second brochure version 
template, wherein each template has a variable print field. (Col 4, line 58 
through Col 5, line 31 ; and Col 14, lines 40 - 46) 

b. Accessing a subscriber list of subscribers to the periodical. (Col 4, line 58 
through Col 5, line 31) 
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c. Establishing a sorting criteria for sorting the subscriber list into sub-lists. (Col 
10, lines 37 -58) 

d. Generating a first sub-list of subscribers and a second sub-list of subscribers 
based on the sorting criteria. (Col 12, line 65 through Col 13, line 12) 

e. Printing a first brochure version for each subscriber in said first sub-list by 
calling up the first brochure version template and subscriber information 
corresponding to the variable print field, and printing the brochure using print 
information from the template and subscriber information, wherein each 
printed first brochure version includes personalized information unique to a 
subscriber included in the first sub-list and to whom the printed first brochure 
version is addressed. (Col 14, lines 18 -47) 

f. Printing a second brochure version for each subscriber in said second sub-list 
by calling up the second brochure version template and subscriber 
information corresponding to the variable print field, and printing the brochure 
using print information from the template and subscriber information, wherein 
each printed second brochure version includes personalized information 
unique to a subscriber included in the second sub-list and to whom the 
printed first brochure version is addressed. (Col 14, lines 18-47) 

g; Attaching the first and second printed brochure versions to a respective copy 
of a the periodical to which the subscriber subscribes. (Col 14, lines 18-47) 

h. Sending each of the printed brochure versions with attached periodical to the 
subscriber to which the brochure is addressed. (Col 14, lines 18-47) 
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Claim 2: Geerlings discloses a method as in claim 1 wherein the sorting criteria 
relates to a characteristic of subscribers. (Col 4, line 58 through Col 5, line 31) 

Claim 3: Geerlings discloses a method as in claim 2 wherein the sorting 
criteriarelates to subscriber fiscal credit. (Col 16, lines 13-34) 

Claim 5: Geerlings discloses a method for targeting promotions to individual 
subscribers of a periodical comprising the steps of: 

a. Selecting at least one sorting criteria to classify each of the subscribers. (Col 
4, line 58 through Col 5, line 31) 

b. Accessing a first database having information regarding subscribers, and 
accessing at least a second database having information on individuals that is 
related to the sorting criteria. (Col 3, lines 41 - 59) 

c. Sorting subscribers into a first sub-group or a second sub-group by applying 
the sorting criteria to the first database and the at least second database. (Col 
4, line 58 through Col 5, line 31 ; and Col 1 0, lines 37 - 58) 

d. Printing a first brochure version for each of the subscribers listed in said first 
sub-group, wherein each printed first brochure version includes information 
targeted to subscribers in the first sub-group and personalized information 
unique to the subscriber to whom the printed first brochure version is 
addressed. (Col 14, lines 18-47) 
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e. Printing a second brochure version for each of the subscribers listed in said 
first sub-group, wherein each printed second brochure version includes 
information targeted to subscribers in the second sub-group and personalized 
information unique to the subscriber to whom the printed second brochure 
version is addressed. (Col 14, lines 18-47) 

f. Attaching the first and second printed brochure versions to respective copies 
of the periodical to which the subscriber subscribes, (Col 14, lines 18-47) 

g. Sending each of the printed brochure versions with the attached periodical to 
the subscriber to which the brochure is addressed. (Col 14, lines 18-47) 
Claim 6: Geerlings discloses a method as in claim 5 wherein the sorting 
criteria relates to a characteristic of the subscribers. (Col 4, line 58 through 
Col 5, line 31) 

Claim 7: Geerlings discloses a method as in claim 7 wherein the sorting criteria 
relates to subscriber fiscal credit. (Col 16, lines 13-34) 

Claim 9: Geerlings discloses a method for targeting a financial product or service 
promotion to subscribers of a periodical comprising the steps of: 

a. Selecting at least one qualifying criteria to sort the subscribers, where the 
qualifying criteria relates to credit history. (Col 16, lines 13-34) 
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b. For each subscriber, accessing a database of credit histories and determining 
whether the credit history of the subscriber satisfies the qualifying criteria. 
(Col 16, lines 13-34) 

c. Assigning subscribers that satisfy the qualifying criteria to a first group and 
assigning other subscribers to a second group. (Col 16, lines 13-34) 

d. Printing a first brochure version for each subscriber in said first group, 
wherein each printed first brochure version includes a pre-approved activation 
coupon for the product or service, and the coupon includes personalized 
information unique to the subscriber to whom the printed first brochure 
version is addressed. (Col 16, lines 13-34 and Col 14, lines 18-47) 

e. Printing a second brochure version for each subscriber listed in said second 
group, wherein each printed second brochure version includes an application 
for the financial product or service, which application has not been pre- 
approved, and said second brochure version includes personalized 
information unique to the subscriber to whom the printed second brochure 
version is addressed. (Col 16, lines 13-34 and Col 14, lines 18-47) 

f. Attaching the first and second printed brochure versions to respective copies 
of the periodical. (Col 14, lines 18-47) 

g. Sending each of the printed brochure versions with the attached periodical to 
which the subscriber subscribes to the subscriber to whom the brochure is 
addressed. (Col 14, lines 18-47) 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 4, 8, 1 0 and 1 1 rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Geerlings (U.S. Patent Number: 5,956,693). 

Claims 4 and 8: Geerlings discloses a method as in claim 1 , and Claim 5 
respectively, including any combination of a specific letter, form letter, preprinted 
brochure, catalogues, attachments, enclosures, E-mail files, or other documents (Col 
4, line 58 through Col 5, line 31). It would have been an obvious matter of design 
choice to a person of ordinary skill in the art to modify the method as taught in 
Geerlings to incorporate at least 25% of the first and second printed brochure 
versions with substantive editorial or public service information or both. Additionally, 
the Applicant has not disclosed that meeting the 25% threshold provides an 
advantage, is used for a particular purpose, or solves a stated problem. One of 
ordinary skill in the art, furthermore, would have expected Applicant's invention to 
perform equally well with the present web design and presentation of the information 
as taught by Geerlings , it appears to be an arbitrary design consideration which fails 
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to patentably distinguish over Geerlinqs . Therefore, it would have been an obvious 
matter of design choice to modify Geerlinqs to obtain the invention as specified in 
the claim(s). 

8. Claims 10 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Geerlings (U.S. Patent Number: 5,956,693) in view of Ballard (US Patent 
Number: 6,182,050). 

Claim 10: Geerlinqs discloses a method as in claim 9 and incorporates filter 
groups and segment tables to allow for enhanced searching and sorting (Col 7, line 
59 through Col 8, line 28). While Geerlings is silent with regard to sorting 
subscribers who currently have the financial product or service, Ballard teaches that 
target marketing utilizing credit histories and magazine subscriber bases is well 
known. Therefore, it would have been obvious to on of ordinary skill in the art at the 
time the invention was made to target subscribers based on credit history. One 
would have been motivated to sort based on current subscribers, and there credit 
histories in order to target the market segment subscribers that meet the advertisers 
needs. This would result in a better response ratio to the information supplied and 
increase the effectiveness of the campaign. 

a. Accessing a database of credit histories and determining whether the credit 
history satisfies the qualifying criteria. (Geerlings: Col 16, lines 13-34) 
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b. Assigning subscribers that satisfy the qualifying criteria to a first group and 
assigning other subscribers to a second group. (Geerlings: Col 16, lines 13-34) 

c. Printing a first brochure version for each subscriber in said first group, wherein 
each printed first brochure version includes a pre-approved activation coupon for 
the product or service, and the coupon includes personalized information unique 
to the subscriber to whom the printed first brochure version is addressed. 
(Geerlings: Col 16, lines 13-34 and Col 14, lines 18-47) 

d. Printing a second brochure version for each subscriber listed in said second 
group, wherein each printed second brochure version includes an application for 
the financial product or service, which application has not been pre-approved, 
and said second brochure version includes personalized information unique to 
the subscriber to whom the printed second brochure version is addressed. 
(Geerlings: Col 16, lines 13-34 and Col 14, lines 18-47) 

Claim 1 1 : Geerlings discloses a method as in claim 10 further comprising the 
steps of: 

a. Printing a third brochure version for each subscriber currently having the financial 
product or service, wherein each printed third brochure version includes coupons 
to promote the use of the product or service, and said third brochure version 
includes personalized information unique to the subscriber to whom the printed 
third brochure version is addressed (Col 14, lines 18-47) 
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b. Attaching the third brochure versions to respective copies of the periodical, and 
sending each of the printed brochure versions with the attached periodical to 
which the subscriber subscribes to the subscriber to whom the brochure is 
addressed. (Col 1 4, lines 1 8 - 47) 

9. Claims 12, 13, 14,15,16 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Geerlings (U.S. Patent Number: 5,956,693) in view of Faltin et al 
(US. Patent Number: 3,504,833). 

Claim 12, 13, 14, 15, 16, and 17: Geerlings discloses the methods as in claims 
1 , 5, and 9. While Geerlings is silent with regard to the location of the attachment as 
being on the cover of the periodical, the analogous art of Faltin discloses applying 
attachments to the cover of printed magazines (Falting Col 4, lines 15-38). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to attach the attachment/brochure disclosed in Geerlings to 
the cover of a periodical. One would have been motivated to do this in order to 
ensure that the prospective customer notices the attachment. 

Response to Arguments 

10. Applicant's arguments filed June 19, 2006 have been fully considered but 
they are not persuasive. 
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a. The applicant argues that Geeriings does not describe targeted promotional 
materials that are attachments to periodicals to which a subscriber subscribes. 
However, the applicant states on page 4, lines 9-15 that a periodical is "a 
magazine, periodical, newspaper, or other publication". Thus the disclosure by 
Geeriings, on Column 5, lines 24-32, that a catalog and an attachment may be 
used in combination (preprinted brochures, catalogues, attachments, and 
enclosures; singularly or in any combination) satisfies the limitations imposed by 
the claims. 

b. The applicant argues that Geeriings does not discloses accessing a 
subscriber list and attaching the first and second brochure to the periodical that 
the subscriber subscribes. However, Geeriings does disclose this interaction. 
As noted above, the attachments of brochures to a catalogue is disclosed on Col 
5, lines 24-32. Geeriings also discloses the accessing of a customer list 
(subscriber list for the catalogue) and utilizing it to determine the marketing 
material to be sent (Col 12, line 65 through Col 13, line 12; and Col 16, lines 13- 
34) 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to John Van Bramer whose telephone number is 
(571) 272-8198. The examiner can normally be reached on 6am - 4pm Monday 
through Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric Stamber can be reached on (571) 272-6724. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 




jvb 
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